15, 1989. At a maximum, this constitutes a 
seven month delay. Even givmg the plaintiffs 
credit for attempting to reach a settlement 
without litigation, we are still left with a 
1 ' r - 1f '* del - a ,l plaintiffs' last 
c n 5 1 n 'it 3 the defendant, The 
pia!ntifrs Y dilatory prosecution of its rights 
somewhat vitiates the notion of irreparable 
harm See id. at 276-77 {225 USPQ at 
711-121. Moreover, the plaintiffs concede 
for the purposes of this motion, that they 
have not lost revenues as a result of the 
defendant's alleged infringement. Conse- 
quently, the plaintiffs are unabie to over- 
come a significant hurdle on the path to 
preliminary injunctive relief.' 

Although we believe that the plaintiffs are 
ltkely to succeed on the merits, they do not 
appear to be in jeopardy of irreparable harm 
during the pendency of "the litigation, indeed 
tavorable publicity from television may ac- 
crue to their benefit. The defendant, on the 
other hand, stands to suffer great loss if the 
preliminary injunction is granted and it is 
forced to discontinue or alter its existing 
programming. Accordingly, the plaintiffs' 
motion for a preliminary injunction is 
denied. 
SO ORDERED. 
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mine whether ii supports, within meaning 0 f 
35 USC 112's first paragraph, what j s 
claimed in U.S. application, and claims in 
issue are therefore entitled to benefit of fc r 

' ' V- 17 U 1 ! reigi i 

properly supports such claims a;-: required V 
Section 112. > 

2, Practice and procedure in U.S. Patent and 
Trademark Office -- Prosecution 
Filing date (§110.0906) 



I invest. 



which held t 



art reference in order to t. 
for entirety of claimed i: 
conflict with CCPA ce 



Court of Appeals, Federal Circuit 

In re Gosteli 
No. 88-161! 
Decided April 24, 1989 



I. Practice and procedure in U.S. Patent and 
Trademark Office — Prosecution — 
Filing date (§110.0906) 

Patentability/Validity - Date of inven- 
tion - fn general (§05.0401) 

Use of word "invention" in 35 USC 119 
clearly refers to what claims define, not what 
is disclosed in foreign application, and thus ii" 
effective tiling date for subject matter 
claimed in U.S. application is in issue, for- 
eign application relied upon for priority un- 
der Section 119 must be examined to deter- 



Patentability/Validity — Date o 

tion -- In genera! ('§115.0401} 
Decision of Court of Customs and Patent 
'\PP«<s 'f '« Ztegter 146 USPQ 7^ 
a! foreign application re'iwi 
r priority under 35 USC 119 need 
pport only for so much of claimed 
mion as is disclosed in anticipating prior 
priority date : 
an, does net 
■aiding that 
claims of U.S. application are entitled to 
benefit of foreign priority date only if foreign 
application fully supports them as required 
by first paragraph of 35 USC 112, since 
Section 112 compliance was not at issue ia x; 
Ztegler, and any inconsistency between lan- 
guage in Ziegier and other cases has been 
removed sub silentio by later decisions in 
which court sat en banc! 

3-Patentability/ Validity — Date of ittrnin'os x 
— Reduction to practice (§115,0405} 
Declaration of foreign application's prior- 
ity date, made pursuant to 37 CFR 1. 131 to 
overcome anticipating reference, does aot 
establish reduction to practice as required by 
Section 1.131(b), since, regulation requires 
declaration to allege act;, thai establish «»»- 
pietion of invention 'in tins country " bcf«i 
effective date of prior art reference, ass ||| 



U.S. 



. PatentafailHy/Validitv — Date of i 
tion — fn general (§115.0401) 



'As the irreparable harm requirement applies 
equany to the plaintiffs- claims under New York 
state law, our finding of no irreparabie harm 
precludes preliminary relief of those claims -is 



Patcntabititv/ Validity 
disclosure (§115.12) 

Foreign patent appiiea'.ion r 
nnontv ovet tinueitvt<:; ; . t 
to 35 USC 119 did not ptm 
written description of entire s 
of claims in U.S. application a 
35 USC • J 2 !,;>! para-rapi; si.n^--^ 
though foreign application need net « r -r ! ;i 
claimed subject matter exactly, descry 
must clearly allow person;: of yni;M r >' ^x 
in art to recognize that applicant'-: over- 
claimed subject mat 



Adequacy * 



C-qUiOX r 



jhsikpL__._ — 

;i? a ,pi cation contains subject rr 



llsi Office * 



F Board of 
icss affirming 



Goebel, Pugh * 
Ml. for apoeilai 



Hid i'larls A J " t« uit i Le.<; 



species. 2-[(4R,S)-4-Acetyithio-2-oxo-l-aze- 
Udinyl]-2-iw 'd rmtrobenzyl 

ester, that is within the stop* of claims 48 
and 50, and a second species, 2-i(4R,S)-4- 
Acety1thic>2-oxo-l-azeti<linyl]-2-chloroace- 
tic and/) rat» c - t'U>> within the 

scope of claims 49 and 51. 

t- i i airteda ^vnard, Gosteli 
time b it. under 35 U.S.C §119 
(1982). of their Luxembourg patent applica- 
tion, fore.gn - i ia lie disclosure of 
the Luxembourg application is not as com- 
plete as thai of Gosteii's United States appli- 
cation. The Luxembourg application dis- 
closes a subgenus of the genus claimed in the 
United States application and specifically 
describes the two chemical species disclosed 
by Menard vt sar< ilective date is De- 
cember 14, 1377, seven months after the 
May 9, 1977, filing date of Gosteii's Luxem- 
bourg application, but five months before 
" ' 1978, United States filing 
rd is not an effective refer- 
n 102(e) if Applicants are 
.uxembourg oriority date. 



Before SisseU and Archer, circuit judges, 
national Trade, skiing by designation). 



The deuvf. s I - -i FM.n, 
rt bee xPTO) Board of Pat- 
ent Appeals and Interferences (Board), Ap- 
peal No. 665-18 (June 30, ! 988), affirming 
the examine- "s < If or 5. c'aims 48-53 
in the Distent application. Serial No. 
423,348, of Jacques Gosteli, Ivan Ernest and 
Ruben nsVo> r iter Gosteli or 

\p i t iiuter 35 U.S.C §I02(e) 
i : (1982), is affirmed. 

BACKGROUND 

Gosteii's paten! application discloses bicy- 
eiic thia-aza compounds containing a beta- 
lactam ring unsubstituted in the beta-posi- 
tion and having antibiotic properties. The 
ciasmed compounds are chemical interme- 
diates used in the preparation of antibiotics 
known as 2-penems. Claims 48 (see Appen- 
dix A) and 49 are Markush-type genus 
claims, and dependent claims 50 (see Appen- 
dix A) and 51 are subgenus claims, each 
- i emical species. 

Fbi examiner ■- ectcd Saims 4S ! under 

5(e) e anticipated 

ed States Patent No 4,155,912 (Menard). 

Vlcnard d ut does not claim, a first 



Gosteii's Maj 
date. Thus, Menar 
ence under sectior 
entitled to their Li 
The Board den: 
their Luxembourg 

[Gosteii's] prob : 
date the Menai 
Luxembourg pr: 
disclose the "sai 
that complies » 
35 USC 112; 



:m in attempting to ante- 
d reference is that their 
>rity application doe* not 
re invention" in a manner 
tb the first paragraph of 

s claimed in the claims on 

i [. if; oil >• ri claims 48- 
>1 oi tain , iderabl* it iect matter 
which is not specifically disclosed in the 
I. uxembourg application. 

Since [Gosteii's] Luxembourg application 
does not p r 1 i 1 ' 1 
the entire subject matter set forth in the 
appealed claims 48-51. as required by the 
first paragraph of 35 USC 1 12, we have 
concluded that claims 48-5 1 have an effec- 
v | late as ol tie Ma} 4 1978 filing 
date of [Gosteii's] grandparent applica- 
tion Serial No. 902,639, and not as of the 
Luxembourg filing date. Accordingly, 
[ Applicants have] not antedated the Men- 
ard reference. 
Gosteli, Appeal No. 665-18, slip op. at 2, 3. 

Alternatively, Gosteli attempted to swear 
behind Menard bv using declarations sub- 
mitted under 37 C.'F.R. §1.131 (1988) (Rule 
131). The Board rejected the use of Rule 
131, because "the declaration does not . . . 
contain Tacts showing a completion of the 
invention in this country before the filing 
date of Menard." Gosteli, Appeal No, 665- 
18, slip op. at 4. Gosteli appeals from the 
Board's decision, and the Institute of Bio- 



Active Science-, Nippon Zoki Pharmaceuti- 
cal Co., Ltd.. filed an amicus curiae brief. 

ISSUES 

L Whether claims 48-51 are entitled, un- 
der section 119, to the benefit of a foreign 
priority date. 

2. Whether Rule 131 allows GosteJi to 
swear behind the two chemical species dis- 
closed in Menard by establishing a construc- 
tive reduction to practice in this country- 
based on Gosleli's foreign priority date of 
those two species. 

3. Whether Gos-eli's Luxembourg priority 
application provides a written description 
sufficient to support the entire subject mat- 
ter of claims 48-5 ! , as required by 35 U.S.C. 
§112,1! (1982). 



Claims 48-51 of GostdPs application 
stand rejected under section 102(e) as antici- 
pated by Menard. The two chemical species 
disclosed by Gosleli's Luxembourg priority 
application are disclosed by Menard and also 
fall within the scope of the claims on appeal, 
Section 102(e) bars the issuance of a patent 
if its generic claims are anticipated by prior 
art disc ostn£ i u civ. i p £ jes 

See. e.g., In re Slayier. 276 F.2d 408, 411, 
125 USPQ 345, 347 (CCPA I960) (stating 
that species iitti ipat > c Haim) The 
parties agree that Menard is an effective 
anticipatory prior art reference unless Appli- 
cants are entitled to their Luxembourg prior- 
ity date. 

Generally, an applicant may antedate 
prior art by relying on the benefit of a pre- 
viously filed foreij i| i m to establish 
an effective date earlier than that of the 
reference. See 35 U.S.C. §i 19; In re Werth- 
eim. 541 F.2d 257. 261, 391 USPQ 90, 95-96 
(CCPA 1976); Rollins, 35 USC 1 ^-De- 
scription and £ > t i Quiremertts, 67 
J. Pat. Off. Soc'y 386, 386 (1985). Under 
section 119 th< n set irth ma United 
States application are entitled to the benefit 
of a foreign pri ty date if no corresponding 
foreign ap pi ca - *c c a i s n < t 

manner required bv section 1 1 2, 111 . Werth- 
eim. 541 F.2d at 261-62, 191 USPQ at 95- 
96, Ka-na> v. Metlesics. 480 1 
89, 178 USPQ If S CPA 1973). 

[1] Gosteli co ten i! <bew rights un- 
der section ',9 e determined \ s i 
on (1 ) what is the subject matter disclosed in 
. the Luxembourg priority application, and 
(2) whether that subject matter removes 
Menard. We disagree with Gostsli's reading 



josteli :0USPQ2ri 

of section 3 19. ThestaSuic provides, in penj. 

An app 1 ca i lb* t mv^^ 

tion filed in this country by any person 
v.ho has s 1 r l r 

application for a patent for the s t 
vent ion in a foreign country . . . shall have 
c sat ffet tht j u „ 

would have if filed in this iu t 
date on which the application for patent 
for the same invention was first filed: in 
such foreign country .... 
35 U.S.C. §119. The reference to the "inven- 
tion" in section 1 19 clearly refers to what the 
claims define, not what is disclosed in the 
foreign application. Cf. In re Scheihe 
P2d 59, 61, i > 5PQ 
1978) (stating that "invention" as used in 3< 
U.S.C. § 1 20 (Supp, IV 1 986), refers to what 
v med). Sccih kmc hit j far 

cign application "shall have the same effect" 
as if it had beer r nited States. 35 
U.S.< 19 Acco ding y, it tht effect vc 
tiling date of what is claimed in a United 
States application is at issue, to preserve 
symmetry of treatment between sections 128 
and 11?, the foreign priority application 
must be examined to ascertain is" it supports, 
within 15 T, im-v ri " ' i 12, Ul, w^al 

M ■ - 1 1 M 

Compare Kawai. 480 F.2d at 886, i?g 
USPQ at i 62-63 (construing the section J 12, 
!il requirements of section 119) with 
Scheiber, 587 F.2d at 62, 199 USPQ at 7K4- 
85 {construing the section 112. |i require- 
ments of section 3 20). 

At oral argument, the government conceit- : 
ed that if Goste' - r - < i< iair> discloses 
in the Luxen bi l ; I 
be entitled to *1 1 > »- n u n - « 1 
regard to thov i "> n ' j 

be ineffective as a refere i 
claimed species, or any ot her a r 1 "• 
supported by the lux mb 
required b> section 12 r W« o r 
therefore, that claims -18-5! ate en 'tc 1 

< be el of heir foreign priority date 
under section 139oniy if tl pnon 
application pmr i h-m a 1 . r«- 

auired by section U2, li'l An a t 
relying on the benefit of an earlier filing^ 15 
, < > " r 
t - 

480 F.2dat 886, 178 1 SPQ u 163 

"In re Ziegler" 
(2] The federal Circuit has adef'^ 

e n e n ' "°- n i T * 

Mia.' id Pa t 1?f I i 

c t . 



in re Gosleli 



>ei 



. *r a 

J;-.-" • 
don' ' 



e.-rheim, Kawai, Scheii 
yth, 189 F.2d 982, 90 USPQ 
551). According to the govern- 

I'M i 

, , „ i need 1 urn i for 
jch of the ctaimcd invention as is 
' >r art reference to achieve 
y date for the entirety of the claimed 
Kitamura. 9 
, . , ^7 t8d Pat. App. Int. 1988) 
„ n 1 - " 

' ' V ' ^ " ^ ' , . u 

;,;, r .! h 

J t" -l' been' set t i in S S 

. ,x d '-89. 17K USI't 

,) ^ o;h ' RoLns. ?•> l S< ' ; /, 
1,-rinUon ami Enablement Reauirentems, 67 
, Pa: Oil Sec 1 (d-scussing 
Smyth). We conclude that Z«?g/er did not 
famine section U 2 compliance because the 
t issue was not in dispute. The court stated 
that "[tjherc s i a uucv or r , tU 
Iforcign priority! applications adequately 
3 support the broad claims, once the references 
trow subject 

matier which thev disclose." Ziegler. 374 
F.2d lit 650, 146 USPQ 3t In other 

words, all claims in the United States appii- 
itiun were omperly $u ' 1 

-1 t T v 

i ps ! iri . h li W 

480 F'.2d at 889, 17S USFQ at 165, and 
Wenkeun, 541 F.2d at 262 •> 191 USPQ 
at 96 r.6, cite Ziegler; neither case recog- 
nizes a conflict nor an inconsistency, 

However, we agree with the government 
thai there is inconsistent language sn these 
decisions. To the extent that Ziegler' s lan- 
guage is inconsistent with that in Kawai, 
W( ''t >> xndS tibet hat inconsistency 
has already been sub silentio removed. The 
CCPA's later decisions control because that 
court always sat en banc. Accordingly, we 
conclude thai .no conflict currently exists. 



//. Rule 131 

As an alternative position. Gosteii con- 
tends that they can swear behind Menard, 
under Rule 131, by establishing a construc- 
tive reduction to practice in this country 
based on their foreign priority date of the 
1 spec es v ' -ran! I tj rea 

s on thai the use of a foreign priority date to 
establish the reduction to practice compo- 
Knt for a Ru I g is autl iz.ed 



in support of 

are quite spe- 
reference, the 



by In re Mulder, 
219 USPQ 189, 
and therefore, sue 



USPQ 77, 81 (CCP, 
their rea.onma. We t 
[3] Rule 131 requ; 
cifie. To antedate a ■ 
applicant submits an oath or declaration 
alleging acts that establish a completion of 
t he. invention in this count rv before the effec- 
tive date of the prior art. 37 C.F.R. 
§1, 131(a), 

The requireti ems t 1 d jo t man of section 
119 differ from those of Rule 131. Cf. 
Scheiber, 587 F.2d at 61-62, 199 USPQ at 
784 (explaining a similar contrast between 
section 120 and Rule 131). Rule 131 pro- 
vides a mechanism for removing specific 
prior art refers 8 action 139 is 

concerned only with an applicant's effective 
filing date. Cf. id. Because section 1 19, un- 
like rale 131, operates independently of the 
prior art, it is appropriate that the showing 
required under section ■ 19 differs from that 
required under Rule 131. Cf id. 

This ease is distinguishable from Mulder. 
Gosteli's declarations make no mention of 
acts in this country. Gosteii reiies on their 
Luxembourg application For a constructive 
reduction to practice date for the two chemi- 
cal species at issue. That reliance is mis- 
placed. Mulder is not purely a section 119 
case. In Mulder, the conception date was 
based on activity th ! nited States, a date 
earlier than the prior art. Mulder was per- 
mitted to es ab h c clivc reduction 
to practice date based on his foreign filing. 
However, the constructive reduction to prac- 
tice date was after the prior art. Rule 131 
permitted Mulder to swear behind the refer- 
ence, from the constructive reduction to 
practice date back to his conception date. 
The use of a foreign filing date in such 
circumstances is not inconsistent with our 
decisions. In Mulder, there was no dispute 
about compliance with the section 112 re- 
quirements subsumed in section 1)9. See 
Mulder, 716 F,2d at 1 543, 2 1 9 USPQ at 191 
(stating that "[tjhere is rso question that 
applicants complied with ail the formalities 
required by §1 19 and related PTO rules"), 

Gosteii does not point to any activity in- 
side the United States, Furthermore, Gosteii 
would not need activity in this country if 
section 119 gave them the benefit of an 
effective foreig i < • rior to Menard. 
Under these circumstances. Rule 131 is irrel- 
evant. Thus, we affirm the Board; Gosteii 
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cannot use the Rale 131 declarations filed to 
swear behind Menard!, 

ill. Written Description Requirement 

[4] The Board found that Gosteli's Lux- 
embourg application did not provide a suffi- 
cient written description of the entire subject 
matter of claims 48-51, as required by the 
first paragraph of section 112, Gosteli, Ap- 
peal No. 665-18, slip op. at 3, and, accord- 
ingly, section i i 9 was not effective to ante- 
date Menard. Although Gosteli does not 
have to describe exactly the subject matter 
claimed, tn re Lukacl - i 2d 967, 969, 
169 USPQ 795, 796 (CCPA 1971), the de- 
scription must clearly allow persons of ordi- 
nary skill in the art to recognize that Gosteli 
invented what is claimed. Wertheim. 541 
F.2d at 262, 39! USPQ at 96. We review this 
factual inquiry under the clearly erroneous 
standard. See id. 

"[Tjhs PTO has the initial burden of 
presenting evidence or reason* why persons 
o.iit.'i'i 1 , w ill ! vn n n tht 

disclosure a description of the invention de- 
fined by the claims." id. at 263, 191 USPQ 
at 97. In this case, the PTO has met that 
burden by pointing out number of differ- 
ences between what is disclosed in the Lux- 
embourg prior ipj cati n and what is 

iainted in < ! t 1 c 

lion. Gosteli docs not dispute that aeduwna; 

i j tut n the United States 

application. Accordingly, the Board's find- 
ings are not clearly erroneous. 
The Board's decision is 

AFFIRMED. 
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> $ \ - 4 - B e n z o y i t h i o - 2 - o x o - s - a z e t i - 
hyd'roxyacettc acid p-nitrobenzyl 

i,S)-4-Aceioxyacet>lthio- 2-oxo-l- 
f .j'j.2-iiydroxyace£)c acid /wnlroben- 

> s)-4-Hcxanoy!thio-2-oxo-l-azeli- 
hydroxyacctic acid />-tiitrobenzyl 
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1 ester, 

5 i-(4-p- Ni ix i 

u tyrylthio)-2-oxo-l -azetidinyi] -2- 
,ccti :£ ! /wutrobertzyl es z 
[ S)-4-{3-p-Nitrobenzyloxycarbony» 
ropiony Ithto) -2-oxo- 1 -azet icii n y ! ] - 2- 
icetic acid p-nitroben/.yi ester, 

, J t , vcarbon 
,ioV2-o>f<M-i-azeUdinyI]-2-hydrox. 
cid 9 iti benzyl ester, 
,S)-4-[2-(2-Pbenoxyacetylamino)- 
oj-2-oxo-l-azctidtnylj-2-hydroxya- 

i t i | 

,S)-4-Ethyh hiothsocarbony It lsio-2- 
tidin 2 bydroxyacetic acid p-ni- 

,SH-(cii-2-methoxycarbonyivin- 
oxo- 1 -azetidiny!}-2- bydroxyacetic 
jny! ester, 

!-4-(c!s-2-( 1 )-nsenthyloxycarbonyl- 
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':idinyl]-2-hydroxya- 
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S)-4-(nicoUnoylthio)-2-oxo-i-aze- 
:hydroxyacetic acid p-nitrobenzyi 
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1. Infringement; conflicts between marks — 

In geaeraS (§335.01) 
Defendants' offer for sale and sale of 
goods bearing countcrf. ; 
tiff's registered trader- a \ 
mark infringement in violation of 15 USC 
1 i 14, false designation of origin in violation 
of 15 USC 1125, injury to plaintiffs public 
image and reputation, trademark dilution, 
and, due to defendants' knowledge that 
marks were counterfeit, violation of 15 USC 
1117(b). 

REMEDIES 

2. Non-monetary and injunctive — Perma- 

nent injunctions (§505.0709) 
Defendants' sale of goods bearing counter- 
feit replicas of plaintiffs registered trade- 
mark warrants imposition of permanent in- 
junction, pursuant to 15 USC 1116(a), 
prohibiting defendants from further traffick- 
ing in such counterfeit merchandise. 

3. Monetary — Damages — Trademarks 

and unfair trade practices (§510.0508) 

Monetary — Damages — Prejudgment 
interest (§510.0511) 

Monetary — Attorney's fees; costs — 
Trademarks and unfair trade practices 
(§510.0907) 

Defendants' kEiowing and intentional sale 
of goods bear:r : >! counterfeit replicas of 
plaintiffs registered trademark entities 
plaintiff to judgment, pursuant to 15 USC 
1117(b), in amount equal to three times 
defendants' income, and also warrants recov- 
ery of its reasonable attorney's fees, investi- 
gatory fees, prejudgment interest, and costs, 
in view of defendants' failure to show any 
extenuating circumstances. 

4. Monetary — - Attorney's fees; costs — - 
Trademarks and unfair trade practices 
(§510.09071 

Attorney's fee award pursuant to 15 USC 
1 1 1 7(b) should include amounts incurred by 
plaintiff after date on which defendants' li- 
ability was established, since defendants, in 
contesting amount of damages after such 
date, failed to realistically weigh plaintiffs 
contentions as to pro pe n i > i age 
iii light of defendants' inability to prove 
lesser amount,. 
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